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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2, 5, 15, and 20 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The applicant claims the limitation of a slow 
recovery viscoelastic material, but the applicant fails to state to what degree. How slow 
is "slow?" Clarification is needed. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 4, 5, 7, 8, 10, 13-15, 17-20, and 22 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Strohm (2,785,404) in view of Dennis (US 
2002/0002730). Strohm teaches a helmet shell 10 with energy absorbing pads/liner 18, 
19, and 23 with a surface impregnation of waterproofing material 27 and with the 
surface facing the interior surface of the helmet shell lacking the waterproofing material 
27. Strohm does not teach the liner comprising a slow recovery viscoelastic material. 
Dennis teaches an energy absorbing protective liner 16 of a slow recovery viscoelastic 
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material (par. 24). It would have been obvious to one of ordinary skill in the art to 
modify the pads of Strohm with that of Dennis to provide better shock abortion. 

As to claims 2, 5, 15, 20, Dennis teaches that the viscoelastic material responds 
to higher rate of acceleration impacts with a slow response. 

As to claims 7 and 22, Strohm illustrates the pads being of various thickness and 

size. 

As to claims 8 and 9, Strohm teaches the plastic shell 10 which would meet the 
limitation of thermoplastic. 

As to claim 10, In assessing the subject matter of product-by-process claims, it is 

necessary to bear in mind certain principles. Foremost among these is the principle that 

even though product-by-process claims are limited by and defined by the process, 

determination of patentability is based on the product itself. In re Thorpe, 777 F.2d 695, 

227 USPQ 964 (Fed. Cir. 1985); In re Brown, 459 F. 2d 531, 173 USPQ 685 (CCPA 

1972); In re Pilkington, 411 F.2d 1345, 162 USPQ 145 (CCPA 1969). Thus, the 

patentability of a product does not depend on the method of production. Thorpe, supra. 

If the product in a product-by-process claim is the same as or obvious from a product of 

the prior art, the claim is unpatentable even though the prior product was made by a 

different process. Thorpe, supra; In re Marosi, 710 F.2d 799, 218 USPQ 289 (Fed. Cer. 

1983). The Court of Customs and Patent Appeals discussed these principles as well as 

the rationale for rejection of such claims over prior art disclosures of products in In re 

Brown, 459 F.2d 531 , 173 USPQ 685 (CCPA 1972) as follows: 

In order to be patentable, a product must be novel, useful and unobvious. In 
our law, this is true whether the product is claimed by describing it, or by listing 
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the process steps used to obtain it. This latter type of claim, usually called a 
product-by-process claim, does not inherently conflict with the second 
paragraph of 35 USC 112. [citation omitted] That method of claiming is 
therefore a perfectly acceptable one so long as the claims particularly point out 
and distinctly claim the product or genus of products for which protection is 
sought and satisfy the other requirements of the statute. It must be admitted, 
however, that the lack of physical description in a product-by-process claim 
makes determination of the patentability of the claim more difficult, since in spite 
of the fact that the claim may recite only process limitations, it is the patentability 
of the product claimed and not of the recited process steps which must be 
established. We are therefore of the opinion that when the prior art discloses a 
product which reasonably appears to be either identical with or only slightly 
different than a product claimed in a product-by-process claim, a rejection 
based alternatively on either section 102 or section 103 of the statute is 
eminently fair and acceptable. As a practical matter, the Patent Office is not 
equipped to manufacture products by the myriad of processes put before it and 
then obtain prior art products and make physical comparisons therewith, 
(emphasis in the original, footnotes omitted). 

Thus, although process limitations distinguishing the product over the prior art 

must be given the same consideration as traditional product characteristics, In re 

Hallman, 655 F,2d 212, 210 USPQ 609 (CCPA 1981), In re Luck, 476 F.2d 650, 177 

USPQ 523 (CCPA 1973), and although product-by-process claims are limited by and 

defined by the process, determination of patentability remains based upon the product 

itself, Thorpe, 227 USPQ at 966. 

In view of the similarities between the claimed process, i.e. "injection molded" 
and that of the prior art of Strohm, it is reasonable to believe that the product made by 
the prior art process would be either identical to or only slightly different from the 
claimed product. In such a situation, the burden of proof shifts to applicant to prove that 
the claimed product is materially different. 

As to claim 13, it is inherent that the pads of Strohm disperse the forces to other 
portions of the shell due to being bound by the shell 10. 

As to claim 14, with respect to the exact percentage of the impact force 
dispersed by the shell would have been obvious to one of ordinary skill in the art at the 
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time of the invention since all would be required is that the percentage attainable with 
the particular helmet structure. 

As to claim 17, Strohm illustrates the upper lateral member 10 and lower lateral 
member 27 that are separated by channel 13. 

Claims 3, 6, 16, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Strohm (2,785,404) in view of Dennis (US 2002/0002730) in further 
view of Faye (6,025,067). Strohm does not teach the waterproofing material 27 being 
made of silicone. Fay teaches the use of silicon (see col. 5 lines 53-61 ) to waterproof 
helmet liners (see col. 8 line 12). It would have been obvious to one of ordinary skill in 
the art at the time of the invention was made to substitute the silicone of Fay for the 
material of 27 of Strohm to achieve the like result of waterproofing the energy absorbing 
material. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Strohm 
(2,785,404) in view of Dennis (US 2002/0002730) in view of Dera (US 4,101,983). 
Strohm does not teach the helmet shell having a thickness of at least 2 mm. Dera 
teaches the helmet shell with a thickness of 2.5-4.5 mm. It would have been obvious to 
one of ordinary skill in the art to modify the helmet of Strohm by providing the shell with 
a thickness of 2.5-4.5 mm in the manner of Dera to provide a suitable thickness for 
protection. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Strohm 
(2,785,404) in view of Dennis (US 2002/0002730) in view of Johnson (US 3,946,441). 
Strohm does not teach glass fiber for the plastic shell. Johnson teaches the use of 
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glass fibers in forming the shell (see col. 1 lines 17-24). It would have been obvious to 
one of ordinary skill in the art to modify the helmet of Strohm with the glass fibers of 
Johnson to achieve a more protective shell. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Strohm 
(2,785,404) in view of Dennis (US 2002/0002730) in view of Schneider (US 3,462,763). 
Strohm does not teach the lateral members being thicker than other portions of the 
helmet shell. Schneider teaches the lateral members defined by 22 thicker than the 
other portions of the shell. It would have been obvious to one of ordinary skill in the art 
to modify the shell of Strohm with the thickness of Schneider to provide enhancing 
protection to lateral forces. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See form PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANDREW W. SUTTON whose telephone number is 
(571)272-6093. The examiner can normally be reached on Monday - Thursday 8:00- 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary L. Welch can be reached on (571) 272-4996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Shaun R Hurley/ 

Primary Examiner, Art Unit 3765 



